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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth In section 102 of this title, If the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent 5,204,148 to Alexander et al. in view of U.S. Patent 4,747,241 to 
Whitman. 

As to claim 1, Alexander et al. disclose the steps of locating fasteners (20, Fig. 
4) in a roof construction (Fig. 4); positioning at least one individual piece of energy 
absorbing material (3, Fig. 3) to discretely cover each individual fastener of said 
fasteners whereby said fastener is completely covered by said material; and affixing 
said material to said fastener (Fig. 5). Although Alexander et al. don't explicitly disclose 
a method for reducing roof membrane damage from hail/fastener contact, it is inherent 
through the steps provided and the physical properties of the invention disclosed by 
Alexander et al. that the method as shown is capable of reducing roof membrane 
damage from hail/fastener contact. 

Alexander et al. don't disclose positioning a roof waterproofing membrane atop 
all foregoing elements, wherein said roof waterproofing membrane is dimensioned to 
cover a substantially larger portion of said roof substrate than any of said at least one 
pieces of energy absorbing layers that are positioned to cover said fasteners. 



Application/Control Number: 10/702,030 Page 3 

Art Unit: 3600 

Whitman discloses a metlioci for protecting roof fasteners, including positioning a 
roof waterproofing membrane (80A) atop all foregoing elements, wherein said roof 
waterproofing membrane is dimensioned to cover a substantially larger portion of said 
roof substrate than any of said at least one pieces of energy absorbing layers that are 
positioned to cover said fasteners (shown in Fig. 5). 

In view of Whitman, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to have made the overlaying membrane of 
Alexander et al. larger than the other elements as taught by Whitman, as doing so 
would increase the waterproofing abilities of the cover in that the water would have to 
go through more layers in order to penetrate the roof. 

As to claim 2, Alexander et al. disclose a method for reducing roof membrane 
damage from hail/fastener contact as claimed in Claim 1 wherein said affixing is by 
adhering (line 11, col. 5). 

As to claim 3, Alexander et al. disclose a method for reducing roof membrane 
damage from hail/fastener contact as claimed in Claim 2 wherein said adhering is by a 
self stick adhesive applied to said energy absorbing material (line 1 1 , col. 5). 

As to claim 4, Alexander et al. disclose a roof system (Fig. 4) with reduced 
hail/fastener impact damage characteristics comprising a roof substrate (18, 19, Fig. 4) 
having one or more layers of material; at least one fastener exposed at a top surface of 
said substrate; at least one individual piece of dedicated energy absorbing material (3, 
Fig. 3) positioned to discretely cover each individual fastener of said at least one 
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fasteners; and a roof waterproofing membrane (2, Fig. 3) positioned atop all foregoing 
elements. 

Alexander do not disclose that said roof waterproofing membrane is dimensioned 
to cover a substantially larger portion of said roof substrate than any of said at least one 
pieces of energy absorbing layers that are positioned to cover said fasteners. 

Whitman discloses a method for protecting roof fasteners, including positioning a 
roof waterproofing membrane (80A) atop all foregoing elements, wherein said roof 
waterproofing membrane is dimensioned to cover a substantially larger portion of said 
roof substrate than any of said at least one pieces of energy absorbing layers that are 
positioned to cover said fasteners (shown in Fig. 5). 

In view of Whitman, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to have made the overlaying membrane of 
Alexander et al. larger than the other elements as taught by Whitman, as doing so 
would increase the waterproofing abilities of the cover in that the water would have to 
go through more layers in order to penetrate the roof. 

As to claim 5, Alexander et al disclose a roof system with reduced hail/fastener 
impact damage characteristics as claimed in Claim 4 wherein said one or more layers of 
material includes insulation (19, Fig. 4). 

As to claim 6, Alexander et al. disclose a roof system with reduced hail/fastener 
impact damage characteristics as claimed in Claim 4 wherein said energy absorbing 
material is cover tape (lines 12-2, col. 5). 
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As to claim 7, Alexander et al. disclose a roof system with reduced hail/fastener 
impact damage 

characteristics as claimed in claim 4 wherein said energy absorbing material is a self- 
sticking cover tape composed of cured ethylene propylene diene monomer (EPDM) 
membrane (lines 12-26, col. 5) with a butyl gum rubber bottom (lines 12-26, col. 5). 

As to claim 8, Alexander et al. disclose a roof system with reduced hail/fastener 
impact damage characteristics as claimed in Claim 6 wherein said cover tape is 
ethylene propylene diene monomer (lines 12-26, col. 5). 

As to claim 9, Alexander et al. disclose a roof system with reduced hail/fastener 
impact damage characteristics as claimed in Claim 6 wherein said cover tape is self- 
adhesive tape (line 59, col. 1). 

As to claim 10, Alexander et al. disclose a roof system with reduced 
hail/fastener impact damage characteristics as claimed in Claim 4 wherein said at least 
one piece of energy absorbing material is two layers of energy absorbing material (27, 
3, Fig. 4). 

As to claim 11, Alexander et al. disclose a roof system with reduced 
hail/fastener impact damage characteristics as claimed in Claim 10 wherein said two 
layers comprise a first layer (27, Fig. 4) covering a fastener (20, Fig. 4) and a second 
layer (3, Fig. 4) covering the first layer and a washer (23, Fig. 4) of the fastener. 

As to claim 12, Alexander et al. disclose a method for reducing roof membrane 
damage from hail/fastener contact as claimed in Claim 1 wherein said energy absorbing 
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material is installed on top of the roof membrane in an area directly over an underlying 
fastener (shown in Fig. 3). 

As to claim 13, Alexander et al. disclose a roof system (Fig. 4) with reduced 
hail/fastener impact damage characteristics comprising a roof substrate (18, 19, Fig. 4) 
having one or more layers of material; at least one fastener (20, Fig. 4) exposed at a top 
surface of said substrate; a roof waterproofing membrane (2, Fig. 4) positioned over 
said at least one fastener; and at least one individual piece of dedicated energy 
absorbing material (3, Fig. 4) positioned atop all foregoing elements and any 
waterproofing membrane associated with said roof substrate to discretely cover each 
individual fastener of said at least one fastener (shown in Fig. 3). 

As to claim 14, Alexander et al. disclose a roof system with reduced ail/fastener 
impact damage characteristics as claimed in Claim 4 wherein at least one layer of said 
energy absorbing material is dimensioned to only cover a fastener head of said at least 
one fastener (shown in Fig. 3). 

Response to Arguments 

Applicant's arguments with respect to claims 1-14 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to tin is final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HUNTER M. DREIDAME whose telephone number is 
(571)272-5177. The examiner can normally be reached on Monday - Friday Sam - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Canfield can be reached on (571 )272-6840. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tine status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Hunter M Dreidame/ 
Examiner, Art Unit 3633 

/Robert J Canfield/ 

Supervisory Patent Examiner, Art Unit 3635 



